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Dr. Dennis Kretschmann of Boehmert & Boehmert discusses the _ o}
a unitary European patent and the reform of the German Patent Act.

he German Federal Constitutional Court
Thasjust rejected two urgent applications

directed against the creation of the
European Unified Patent Court. If political
support for the project continues and no further
unexpected hurdles arise, the unitary patent
could thus be - finally! - on the home straight
and, according to optimistic estimates, could
enter into force within the next 12 to 18 months.
At the same time, legislation is overhauling the
rules of national German patent litigation. The
revised German Patent Act provides for a new
and controversially discussed proportionality
exception for injunctive relief as well as
measures to accelerate patent nullity
proceedings and to better align them with
patent infringement proceedings.
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The unitary patent on the hor
straight?
The European patent system so far only prov.
for a centralized grant procedure, resulting
bundle of national patents. This may be about to
change, and in the future the European Patent
Office might also grant a genuine European
patent with unitary effect in all participating
member states (currently all EU members with
the exception of Spain, Poland, and Croatia).
These patents shall in future be enforceable
against patent infringers before a Unified Patent
Court (UPC) with effect for all participating
member states.

The first ideas for such a unitary patent
already existed when the European Patent
Office was established in the 1970s. Efforts have
intensified over the past 15 years, and since 2013
the relevant agreements to implement this idea
have been in place and have already been



ratified by numerous EU member states. However,
the German ratification of the agreement on the
UPC, which is essential for its entry into force,
was held up twice by constitutional complaints,
firstin 2017 and then again in 2020. These complaints
allege violations of the rule of law, of the
fundamentalright to effective judicial protection,
as well as violations of EU law. The plaintiffs
complained, in particular, that the judges at the
Unified Patent Court are only appointed for a
limited time period, so that judicialindependence
is not sufficiently guaranteed.

The Constitutional Court dismissed these
complaints in June 2021. In the opinion of the
Court, the plaintiffs were not able to prove that
the organizational structure of the Unified
Patent Court violated the rule of law, and to
what extent this impaired the principle of
democracy. After a four-year interval, the unitary
patent has thus cleared a decisive hurdle.

However, some further obstacles on the way
to realization remain. As a consequence of Brexit,
the United Kingdom already withdrew from the
UPC project last year. This poses organizational
and legal challenges, because London is
explicitly designated in the agreements as one
of the three seats of the Unified Patent Court
(alongside Paris and Munich). Germany has
proposed a division of jurisdiction between Paris
and Munich. In the Explanatory Memorandum,
the German Federal Government argued that
the withdrawal of the United Kingdom would
not prevent the implementation of the Unitary
Patent. The provisions of the agreements were
to be interpreted in such a way that the
withdrawal of a member state, which could not
be foreseen by anyone, did not prevent the
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entry into force for the remaining participants. In
addition, the agreements were to be interpreted
in such a way that, in the event of the London
seat ceasing to exist, its responsibilities could
be taken over by Paris and Munich, at least on a
transitional basis. France, on the other hand, would
prefer to consolidate in Paris. Several other
countries have also signaled their interest in
taking over the London seat. Italy, for example,
has brought Milan into play and has pushed for
a corresponding revision of the agreements.
Even though the political will to move ahead
apparently remains strong, we might still see
some heated discussions on the details of the
implementation.

Moreover, preparations for the establishment
of the Unified Patent Court and the selection of
judges have come to a standstill due to the
Brexit and the German constitutional complaints.
This work now needs to resume as soon as
possible.

Despite the remaining obstacles, optimistic
voices believe that the unitary patent could
become a reality within the next 12 to 18 months
- amanageable timeframe given the 50 years of
preparations.

If the unitary patent system finally comes into
existence sometime in 2022 or 2023, patent
owners will face tough decisions if and how to
use it.

After the system will have started to operate,
unitary protection can be requested within one
month after grant of a European patent, without
an extra fee. But you should be aware that the
UPC system not only affects newly granted
European patents, but all existing European
(bundle) patents in countries that have ratified
the UPC Agreement.

By default, they will all be subject to the
Jjurisdiction of the UPC. There will be a transitional
period of at least seven years (possibly extended
by another seven years) during which patent
owners can opt out of the new system, but this
requires an active filing of an opt-out request.
Patent owners will be able to file their opt-out
requests in a “sunrise period” even before the
UPC Agreement comes into force, to avoid being
trapped in the new system by commencing
litigation.

Should you request unitary protection?
Should you opt out your existing patents? It's a
tough decision that depends on many factors,
including the costs of validating and maintaining
the unitary patent (moderate) and the costs of
litigating patents before the UPC (probably also
moderate), but also your faith in a completely
new court system without any case law to rely
on. Many big filers have vowed to make use of
the new system, but may decide to opt out their
crown jewel patents, at least for the start.
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